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This article discusses two important claim construction 
lessons for patent litigators and prosecutors from the 
Federal Circuit’s decision in Data Engine Techs. LLC v. 
Google LLC, 10 F.4th 1375 (Fed. Cir. 2021), the most 
recent appeal in a long-running patent infringement dispute.

First, the Federal Circuit’s reasoning serves as a reminder 
of the continued importance of the adage that a patent 
may not, like a nose of wax, be twisted one way to 
avoid invalidity and another to find infringement. Patent 
practitioners have long been aware of the need to maintain 
consistency between their infringement arguments, on the 
one hand, and their validity arguments under 35 U.S.C. § 
102 (anticipation) and 35 U.S.C. § 103 (obviousness), on 
the other hand. In Data Engine, the Federal Circuit applied 
the same reasoning to require consistent claim construction 
arguments for infringement and patent eligibility under 
35 U.S.C. § 101. Thus, it held that Data Engine could 
not rely on one claim interpretation to avoid subject 
matter ineligibility under Alice Corp. Pty. Ltd. v. CLS Bank 
Int’l, 573 U.S. 208 (2014) and later advocate a different 
interpretation to establish infringement by Google. For more 
on patent eligibility under Alice, see Patent-Eligible Subject 
Matter (Section 101) Statements of Law.

Secondly, the Data Engine decision serves to remind patent 
prosecutors of the importance of avoiding unnecessary 

statements that may limit claim scope when arguing 
against an examiner’s rejection. As the Federal Circuit has 
long made clear, courts may properly consult the patent’s 
prosecution history during claim construction and exclude 
any interpretation disclaimed in prosecution. See Phillips 
v. AWH Corp., 415 F.3d 1303, 1317 (Fed. Cir. 2005) (en 
banc), cert. denied, 546 U.S. 1170, 126 S. Ct. 1332 (2006) 
and Chimie v. PPG Indus., Inc., 402 F.3d 1371, 1384 (Fed. 
Cir. 2005). In Data Engine, the Federal Circuit, relying on an 
argument made during prosecution to distinguish the claims 
over the prior art, construed the claims in a way that led to 
a finding of noninfringement. The fact that the prosecution 
history statement arguably said more than needed to 
overcome the examiner’s prior art rejection was irrelevant. 
For more on claim construction methodology, see Claim 
Construction Statements of Law.

Background
The Data Engine appeal arose from a lawsuit filed 
against Google in 2014 alleging infringement of U.S. 
Patent Numbers 5,590,259; 5,784,545; and 6,282,551 
(collectively, “the Tab Patents”). The patents described and 
claimed technology related to “displaying and navigating 
three-dimensional electronic spreadsheets by implementing 
user-customizable ‘notebook tabs’ on the spreadsheet 
interface.” According to the patents, the user-customizable 
tabs allow the user to “simply and conveniently ‘flip 
through’ several pages of the notebook to rapidly locate 
information of interest.” See Data Engine, 10 F.4th at 
1377. The Tab Patents, however, included the term “three-
dimensional spreadsheet” only in the claim preamble, not 
the body of the claims.
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In 2016, Google filed a motion for judgment on the 
pleadings under Fed. R. Civ. P. 12(c) on the grounds that 
the claims were directed to patent-ineligible subject 
matter under 35 U.S.C. § 101. The district court granted 
the motion, holding that the claims covered “the abstract 
idea of using notebook-type tabs to label and organize 
spreadsheets” without reciting an inventive concept. See 
Data Engine Techs. LLC v. Google LLC, 211 F. Supp. 3d 
669, 678–79 (D. Del. 2016).

Data Engine’s First Appeal
Data Engine appealed the district court’s grant of judgment 
on the pleadings, arguing that the claims were patent 
eligible because they were directed to “a problem that is 
unique to not only computer spreadsheet applications . . . 
but specifically three-dimensional electronic spreadsheets.” 
See Data Engine, 10 F.4th at 1379. The Federal Circuit 
agreed and overturned the district court’s holding of patent 
ineligibility in a 2018 decision. See Data Engine Techs. LLC 
v. Google LLC, 906 F.3d 999 (Fed. Cir. 2018). According to 
the Federal Circuit’s 2018 decision, the claims in the Tab 
Patents were “directed to a specific improved method for 
navigating through complex three-dimensional electronic 
spreadsheets.” See Data Engine, 906 F.3d at 1002. Based 
on this specific use directed towards three-dimensional 
spreadsheets, as argued by Data Engine, the Federal Circuit 
overturned the district court’s decision because the claims 
did not cover an abstract idea. See Data Engine, 906 F.3d 
at 1008.

Claim Construction on 
Remand
On remand, the case proceeded through claim 
construction. Google then moved for summary judgment 
of noninfringement based on the term “three-dimensional 
spreadsheet,” which the district court construed to require 
a “mathematical relation among cells on the different 
spreadsheet pages . . . .” See Data Engine Techs. LLC v. 
Google LLC, 2020 U.S. Dist. LEXIS 165210, at *8 (D. Del. 
Sept. 9, 2020). In its claim construction ruling, the district 
court had found that this term was limiting even though 
it only appeared in the preamble. See Data Engine Techs. 
LLC v. Google LLC, 2019 U.S. Dist. LEXIS 211450, at *8–9 
(D. Del. Dec. 9, 2019). Although the parties agreed that 
this claim element as construed was not present in the 
accused products, Data Engine argued that the ability to 
merely link multiple spreadsheets was sufficient to meet the 

“three-dimensional spreadsheet” element. See Data Engine, 
2020 U.S. Dist. LEXIS 165210, at *17–18. The district 
court disagreed and granted Google’s motion for summary 
judgment of noninfringement.

The Federal Circuit Affirms 
Based on Claim Construction 
Consistency
Data Engine again appealed to the Federal Circuit, arguing 
that the term “three-dimensional spreadsheets” was not 
limiting because it appeared only in the claim preamble. The 
Federal Circuit rejected this argument.

According to the Federal Circuit, Data Engine had “plac[ed] 
particular importance on the claimed improvement being 
unique to three-dimensional spreadsheets” to argue that the 
Tab Patents were not directed towards unpatentable subject 
matter. See Data Engine, 10 F.4th at 1381. Because Data 
Engine had previously “ascribe[d] patentable weight to the 
preamble term ‘three-dimensional spreadsheet,’” it could 
not now assert that the same term was not limiting for 
infringement. Data Engine, 10 F.4th at 1381. In arriving at 
this conclusion, the Federal Circuit relied upon its previous 
case law holding that claims must be interpreted the same 
way for invalidity under Sections 102 and 103, on the one 
hand, and for infringement, on the other. Data Engine, 10 
F.4th at 1381.

The Federal Circuit Affirms 
Based on Prosecution 
History Disclaimer
The Federal Circuit next affirmed the district court’s 
construction of a “three-dimensional spreadsheet” as 
requiring “a mathematical relation among cells on different 
spreadsheets” based on the applicant’s statements during 
prosecution. See Data Engine, 10 F.4th at 1382–83. 
Although the claims and the specification provided no clear 
guidance for this construction, the prosecution history did. 

In particular, the Federal Circuit noted that during 
prosecution, the applicant had “provided an explicit 
definition of a ‘true’ three-dimensional spreadsheet and 
distinguished prior art under this definition.” Data Engine, 
10 F.4th at 1382. Under this definition, the 3D spreadsheet 
had a “mathematical relation among cells on the different 
pages so that operations such as grouping pages and 
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establishing 3D ranges have meaning.” See Data Engine, 10 
F.4th at 1382 (quoting the prosecution history).

Although Data Engine argued that it had distinguished 
the prior art on an additional basis during prosecution, 
the Federal Circuit held that the applicant’s distinguishing 
statements during prosecution can limit the claims even 
if the applicant “said more than needed to overcome the 
prior art rejection.” Data Engine, 10 F.4th at 1383. The 
Federal Circuit explained the public notice function of the 
prosecution history means that “the public is entitled to rely 
on these statements as defining the scope of the claims.” 
Data Engine, 10 F.4th at 1383.

Thus, after finding the claim limitation “three-dimensional 
spreadsheet” limiting and requiring a mathematical 
relationship, the Federal Circuit affirmed the district court’s 
summary judgment of noninfringement.

Conclusion
The decision in Data Engine provides the following two 
important lessons.

First, a patent owner must ensure that its arguments, 
including its underlying claim construction positions, are 
consistent, not only for infringement and invalidity but also 
for patent eligibility.

Second, statements made in prosecution can be held 
against a patentee in subsequent litigation, even if those 
arguments were not necessary to gain allowance of the 
claims. As a patent prosecutor, if you have two possible 
arguments that distinguish the claims over a prior art 
reference, consider choosing the one that is least limiting 
from a claim construction perspective.
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