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Recently, one of our clients received a demand letter from a 

company asserting trademark rights in a word she had been using 

descriptively for years to advertise her services and goods. The 

aggressor flagged its pending U.S. federal trademark application as 

the star weapon in its proprietary arsenal and demanded that our 

client cease use of a term that had historically been in the public 

domain. Confused and unarmed she was left seeking recourse and 

wondering, “Can they really do that?” 

 

Under U.S. trademark law, it is well established that generic marks 

can never be registered or asserted as enforceable marks. 

Conversely, descriptive words and phrases are permitted to be taken 

out of the public domain if an applicant can show that the mark has 

acquired “distinctiveness.” In other words, if the brand owner can 

demonstrate that the mark has risen above its normal meaning to 

now function as a source indicator for the goods or services, 

trademark protection may be proper. 

 

There are those, however, who engage in purposeful and predatory 

practices to claim rights in highly descriptive words. To capitalize, in 

particular, on new industry terminology and trends that may be 

recognized as descriptive in an industry but not yet acknowledged as 

such to the U.S. Patent and Trademark Office, these trademark 

predators typically prey upon descriptive words of this nature. They 

swoop in on an industry and assert rights in words that have gained 

popularity within a market, catching businesses off guard and, in 

certain circumstances, the USPTO unaware. Such predacious 

trademark practices are a land grab for what is already in the public 

domain and can be disruptive to an industry. [1] 

 

Even more concerning than the predatory removal of descriptive marks from the public 

domain is the parasitic influx of parties seeking to further push proprietary boundaries by 

seeking to claim rights over marks that border on generic. Certain marks fall on the 

generic/descriptive cusp, either by employing a combination of generic and descriptive 

words or utilizing a word or phrase that has not yet reached the generic stage. Such hybrid 

marks present a dilemma to the USPTO and the courts alike. While the law permits 

descriptive marks to be excluded from the public domain for exclusive use, market realities 

and equity can at times suggest otherwise. The current legal paradigm provides little 

guidance on how to handle these hybrid marks, sometimes resulting in disagreement 

between the courts and the USPTO. 

 

In Booking.com BV v. Matal,[2] the U.S. District Court for the Eastern District of Virginia 

recently overruled the Trademark Trial and Appeal Board, finding the mark BOOKING.COM 

was not generic and had acquired distinctiveness for online and in-person travel 

reservations services.[3] The court found that under Fourth Circuit precedent, the “.com” 

portion was descriptive, and combining it with the generic word “booking” yielded a mark 

that could be registered upon a showing of secondary meaning or distinctiveness (as it, 
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ultimately, landed on the permissible side of the descriptive/generic see-saw). Despite the 

USPTO’s vigorous arguments on policy and dire consequences, the district court found the 

applicant had submitted sufficient evidence of acquired distinctiveness and ordered the 

USPTO to register the mark. It remains to be seen whether the public will take up the 

USPTO’s cause when the mark is published for opposition. 

 

More recently, a company did take action to stop the registration of a popular phrase and 

term of art germane to the extrusion industry. In Apollo Medical Extrusion Technologies Inc. 

v. Medical Extrusion Technologies Inc.,[4] the examining attorney approved for registration 

the mark MEDICAL EXTRUSION TECHNOLOGIES for “polyurethanes in the form of sheets, 

films, pellets, granules, and tubes for use in the manufacture of medical devices, etc.” The 

opposer asserted standing based on its right to use those words both descriptively and 

generically. The board found the mark to be “highly descriptive,” thereby requiring a higher 

showing of acquired distinctiveness, which it concluded was lacking in the applicant’s 

evidence. Here the applicant did not provide a survey or any evidence of consumer 

recognition of the mark as a source indicator, which Booking.com had done in its case. 

 

As registerable words and phrases become scarcer, businesses are becoming more 

territorial in claiming rights in questionable marks. This climate cultivates a breeding ground 

for opportunistic hunters seeking highly coveted terms of art belonging to a particular 

industry. At times, the only warning appears with the filing of a federal trademark 

application that is found and flagged by those who diligently monitor trademark filings and 

publications. 

 

Case in point, recently nearly a dozen law firms took issue with an application to register 

the mark CRAFT BEER ATTORNEY in connection with legal services by The Craft Beer 

Attorney APC.[5] The applicant was able to successfully sidestep initial refusals pertaining to 

the perceived genericness and mere descriptiveness of the applied-for mark. Following 

publication, however, there were multiple parties in line contesting registration to ensure 

that they (among others) would be able to continue to use terms descriptive of the services 

they provide without the fear of infringement and to maintain a playing field that fosters fair 

use and competition. In the end, the applicant elected to expressly abandon its application, 

concluding the dispute and preserving the status quo (namely, that craft beer attorneys 

nationwide can continue to accurately describe their services using that phrasing). 

 

Opposition proceedings tied to applications for descriptive or descriptive/generic crossbreed 

marks are oftentimes more deeply rooted in securing an industry’s right and ability to use a 

term that belongs in the public domain than in a branding battle for solitary proprietary 

rights or preventing consumer confusion. This begs the question: Are there words and 

phrases that should remain in the public domain even if they are not generic? If so, and if 

the trademark office is not yet apprised of the nature or significance of a term to a field or 

industry, who is responsible for leading the charge to prevent the capturing of a term that 

should be in the public domain? Ultimately, while the law of genericness preserves a few 

words to the public, there is a category of “highly descriptive” words that demand closer 

scrutiny and protection. In light of their widespread use, equity and the public interest 

would not only benefit from but require that such words and phrases remain in the public 

domain unless the applicant can cross a higher threshold of distinctiveness. 

 

The treatment of these descriptive and hybrid marks raises considerable questions, 

particularly as they pertain to the threshold of acquired distinctiveness needed to satisfy the 

requirements for registerability. Should it ever be feasible for an industry to lose the right to 

use a well-known term even if some portion of public believes it associated with a single 

source? How much distinctiveness is required? Does the relevant industry care? If yes, is it 



a portion of the industry or the majority? What can industry and trade organizations do to 

protect themselves and what are the options to respond to such claims? 

 

It leaves open the question of who should bear the risk and burden of preventing these 

types of claims. Should it be the unfortunate individual or business that is sued or receives 

a demand letter? Are brand owners charged with being collective Robin Hoods within their 

industry — to effectively take words back from the enterprise and return to the public for 

communal benefit? Or should enterprising brand owners be able to claim exclusive rights 

over descriptive terms provided that they are able to demonstrate standard levels of 

acquired distinctiveness? Or would it better come from trade associations who can speak for 

a larger group, but who are typically ill-equipped legally and financially to handle such 

claims? 

 

With the field of terms progressively being purged by trademark predators, the probability 

of demand letters requesting money in turn for licenses, mandating cessation of use or 

threatening legal action is on the rise — making the jargon jungle an increasingly difficult 

land to navigate. A more careful review of the criteria and threshold for acquired 

distinctiveness claims of this type would be prudent — as would a heightened collective 

consciousness of brand owners and trade associations to protect terms when they rightfully 

belong in the public domain. 

 
 

E. Russell Tarleton is a partner and Jennifer Ashton is an associate at Seed IP Law Group 

LLP in Seattle. 

 

The opinions expressed are those of the author(s) and do not necessarily reflect the views 

of the firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. This 

article is for general information purposes and is not intended to be and should not be taken 

as legal advice. 

 

[1] This is the flip side of a brand owner rescuing what was once a unique mark from the 

public domain. Rescuing is not the same as snatching from the public. 

 

[2] Booking.com B.V. v. Matal, Civil Action No. 1:16-cv-425-LMB-IDD (Memorandum 

Opinion August 6, 2017) 

 

[3] Class 43 Services: Making hotel reservations for others in person and via the internet; 

providing personalized information about hotels and temporary accommodations for travel 

in-person and via the Internet; providing on-line reviews of hotels; consultation services 

related to making hotel reservations for others, provision of personalized information about 

hotels and temporary accommodations for travel, and on-line reviews of hotels. 

 

[4] Apollo Medical Extrusion Technologies, Inc. v. Medical Extrusion Technologies, Inc., 

(Opposition No. 91219435; T.T.A.B. 2017) 

 

[5] (Opposition No. 91227647 [parent]; T.T.A.B. 2017)  
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