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The use of "OSCAR" as a registered trademark in Switzerland 
English summary of an article published in the Swiss law 
journal AJP – "Aktuelle Juristische Praxis" – no. 7/2015, p. 
1073 et seq

Partial judgment of the Commercial Court of the Canton of Zurich dated December 5, 2014, case  

no. HG060392

The Academy of Motion Picture Arts and Sciences, a foundation incorporated under US Law with its seat in 

Beverly Hills/Los Angeles (Plaintiff or the Academy), owner of the trademark "OSCAR", that organizes every year 

in Hollywood/Los Angeles the famous "Academy Awards" (the "Oscars") took action against an Italian television 

company (Defendant) before the Commercial Court of the Canton of Zurich (Court). The brand "OSCAR" as well 

as the "Oscar-Silhouette" as such are registered trademarks in Switzerland and enjoy in particular trademark 

protection.

The Academy put forward that the Defendant violated Swiss trademark (and unfair competition) law by 

broadcasting prize awarding TV shows also into Switzerland with the titles "Oscar TV", "Oscar del Vino" and 

"La Kore Oscar della Moda". The Academy requested the prohibition of the use of the trademark "OSCAR" by 

Defendant in Switzerland and filed inter alia an action for injunction and claimed financial reporting (=1st 

phase of multistage proceedings/action by stages) which would allow Plaintiff to quantify its claim regarding 

damages/handing over of profits (=2nd phase).

Various legal issues were discussed in the judgment, the main ones being briefly summarized as follows:

The Court, having already affirmed its jurisdiction in a 2007 decision, now held that Swiss trademark law had 

indeed been violated, and it granted the action for injunction with the sought threat of a financial penalty for 

the responsible bodies in case of default. Furthermore, the Court ordered that Defendant comply with the 

financial reporting request (the claim against another group company was rejected due to lack of competence). 
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Defendant's plea regarding an alleged forfeiture of the claim and Plaintiff's abuse of right due to a belated 

filing of its claims was dismissed by the Court. It ruled that lodging the claims three years after having gained 

knowledge of the infringements at issue was in line with Swiss practice, hence timely, in particular as the 

TV shows in question were broadcasted only once a year and have not achieved a strong market position 

in Switzerland. Furthermore, thereby dismissing Defendant's plea of the Academy's alleged non-use of its 

trademarks in Switzerland, the Court stated that, although the Academy Awards are produced in the US, the 

use of the trademark "OSCAR" in Switzerland is a proven fact, as this award show is also broadcasted and, more 

importantly, well-known in Switzerland, given that Swiss media regularly report on the subject and the average 

Swiss audience associates the trademark "OSCAR" with the Academy Awards. In such case, it is irrelevant that 

the Oscars do not take place in Switzerland. 

The Court furthermore dealt with Defendant's plea as to whether the term "OSCAR" has degenerated to a 

trademark free to use (Freizeichen). It concluded that this is not the case, as "OSCAR" in all language areas of 

Switzerland is not notoriously used as synonym for an "award", "prize-giving" or "prize". As to its popularity 

within the entertainment business (class 41 of the trademark register: service of "entertainment, including the 

conferring of awards for laudable performances"), the Court affirmed that "OSCAR" is not a weak trademark – 

"there cannot be any question" – since the average Swiss television viewer links the "OSCAR" directly with the 

awarded film prizes of the Academy. Therefore, there was also no doubt from the point of view of the Court 

that "OSCAR" is a strong trademark.

The Court further indicated that the risk of confusion between the trademark "OSCAR" and the titles of the 

concerned TV shows of the Defendant is clearly given, in particular because the additions "TV", "del Vino", and 

"La Kore […] della Moda" are mere descriptive terms of the respective award subjects, i.e. TV, wine and fashion 

shows. Such amplification of the word "OSCAR" with immaterial descriptive additions is insufficient to establish 

an adequate strong distinctiveness from the Plaintiff's trademark, as is required if trademarks are used for 

identical services.

Defendant finally claimed to have the right for continued use for its TV shows because some of its shows 

allegedly were receivable in Switzerland already in the sixties. The Court however ruled that this did not 

constitute a sufficient general market presence of the Defendant's shows in Switzerland, all the more as no 

controlled manner of broadcasting was established for this time period especially in the Italian speaking part of 

Switzerland, besides from an uncontrolled "spillover" from Italy to the Canton of Ticino. 

This legally binding judgment is the first decision – and that of one of the most reputable Swiss courts – 

declaring the disputed trademark "OSCAR" of the Academy as known and protected in Switzerland, thereby 

even indicating that this trademark is very likely "famous". This decision affirms the position of the trademark 

holder and should facilitate any future pursuit of infringers.
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